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Note . Claims 34-53 are pending. 
APPLICANT'S INVENTIONS 

2. Applicant's invention is directed to method of treating cancer as set forth in 
independent claim 34. In addition, the instant invention has claims directed to 
compounds as set forth in independent claim 51 . 

112 SECOND PARAGRAPH REJECTIONS 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 34, 37, 40, 45, 48, and 50 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claims 34-45 and 47-50 : The claim as written is ambiguous because of the 
phrase 'the other one is optionally a monodentate ligand' (the phrase appears in 
independent claim 34). In particular, it is unclear what other definitions Applicant is 
assigning to the variables X1 , X2, and X3 other than a monodentate ligand. Since 
claims 35-45 and 47-50 depend on claim 34 for its variable definitions, those claims are 
also vague and indefinite. 
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Claim 37 : The claim is ambiguous because it is unclear what specific organic 
molecules having one of the integral groups Applicant is claiming that is compatible with 
instant invention. 

Claim 40 : The claim as written is ambiguous because it is unclear what organic 
groups containing a thioether function group or a terminal NC group that are compatible 
with the instant invention. 

Claim 45 : The claim is ambiguous because the definition of the phrase 'slight 
excess' will vary from person to person. 

Claims 48 and 53 : The claims as written are ambiguous because of the phrases 
'analogues and derivatives'. In particular, it is unclear portion of the parent structure 
remains in the derivative/analog structure. 

Claims 48 and 53 : The phrase "such as" renders the claim indefinite because it 
is unclear whether the limitations following the phrase are part of the claimed invention. 
See MPEP§ 2173.05(d). 

Claim 50 : The claim as written is ambiguous because of the term 'prodrug'. In 
particular, it is unclear what components make up Applicant's prodrug. 
102 REJECTIONS 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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6. Claim 51 is rejected under 35 U.S.C. 102(b) as being anticipated by Ardizzoia et 
al (European Journal of Inorganic Chemistry, 1998, Vol., 10, pages 1505-1512). 

Ardizzoia et al disclose Re(C03)(Hpz)2Br which is the same as Compound 18 
in claim 51 . Thus, both Applicant and Ardizzoia et al disclose overlapping subject 
matter. 

Note . The search of independent claim 51 has not been extended beyond 
Compound 18 because prior art was found which could be used to reject the claim. 

7. Claims 34, 35, and 46-48 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Smith et al (Anticancer Research, 2003, Vol. 23, pages 63-70). 

Smith et al disclose a gastrin the radiochemical investigations of an 
188Re(H20)(CO)3-bombesin conjugate. Since the GRP (gastrin) receptors are over 
expressed on a variety of cancer cells, a radiolabeled 188Re-bombesin analogue was 
desired (see entire document, especially, abstract; page 64, 'Materials and Methods'). 
In Scheme 1 , page 65, the synthesis of [188Re(H20)3(CO)3]+ is disclosed. On page 65 
(first column, last paragraph), the biodistribution analysis of the [188Re(H20)3(CO)3]- 
bombesin conjugate in tumor bearing mice is disclosed. Figures 2 and 3 (page 67) 
disclose the internalization analysis and efflux analysis of the radiolabeled complex. 
Tables I and II (page 68) disclose the biodistribution analysis of the radiolabeled 
complex comparing the result in normal subjects and those having a tumor. As a result 
of the in vitro and in vivo data of Smith et al, it was concluded that the new conjugate 
are possible cancer treatment materials (page 63, abstract). Thus, both Applicant and 



Application/Control Number: 10/576,839 Page 5 

Art Unit: 1618 

Smith et al disclose the use of a metal tricarbonyl compound as set forth in independent 
claim 34 in the treatment of cancer. 

Note . The search of independent claim 34 is allowable for Compound 18 
because no prior art was found wherein the compound is used in treating cancer. Thus, 
the search was expanded to Compound 1. The search was not further expanded 
because prior art was cited which could be used to reject the claims. 
CLAIM OBJECTION 

8. Claim 52 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Note : It should be noted that for claim 51 the search has not been extended 
beyond Compound 18 in the instant invention. 
SPECIFICATION 

9. The disclosure is objected to because of the following informalities: the 
specification needs the heading 'Brief Description of the Drawings' on the top of page 
11. 

Appropriate correction is required. 
PRIORITY DOCUMENT 

1 0. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 
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COMMENTS/NOTES 

11. It should be noted that the search of claim 51 has not been expanded beyond 
Compound 18 of the instant invention since prior art was found which could be used to 
reject the claims. 

12. It should be noted that independent claim 34 is allowable for Compound 1 8 
because no prior art was found wherein the compound is used in treating cancer. Thus, 
the search was expanded to Compound 1 . The search was not further expanded 
because prior art was cited which could be used to reject the claims. 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to D. L. Jones whose telephone number is (571) 272-0617. 
The examiner can normally be reached on Mon.-Fri., 6:45 a.m. - 3:1 5 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Hartley can be reached on (571) 272-0616. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
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Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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